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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 4/28/06 have been fully considered but they are not 
persuasive. Applicant main argument is that claims 24 & 36, require 'identifying when the user 
has tuned to particular program according to the schedule of programming, the particular 
program having a counterpart program on the server. . . \ Examiner agrees that this feature is 
more specific than the requirements of claim 1 and should be addressed individually. Applicant 
points out the features of the TV planner interface discussed in Proehl. 

However, examiner notes that the viewer in Proehl selects TV programming directly 
from the main EPG interface, and the system indeed detects when a viewer selects a 
channel/program, since the system starts tuning to the particular program, see col. 5, lines 61-65 
thru col. 6, lines 1-57. Thus, since the user in Proehl is clearly able to select and tune to at least a 
current broadcast program from the EPG, which would include any program previously listed as 
a future program, for instance in the TV planner, the combination of Proehl & Russo still reads 
on claimed subject matter. 



When the viewer in Proehl selects and tunes to a program from the EPG that has the 
Record notification symbol, in combination with Russo, which teaches multiple programs being 
stored at the STB, the subject matter is met. Examiner notes that 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-27, 32-33 & 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Proehl, (U.S. Pat # 6,532, 589), in view of Russo, (U.S. Pat # 5,619,247). 

Considering claim 1, the amended claimed method for 'distributing programming 
comprising transmitting a first set of programs in real time 5 reads on the discussion in Proehl that 
a plurality of programs may be broadcast to one or more subscribers, according to schedule, see 
Figs. 9-10 & col 2, lines 20-45 & col. 6, lines 61-68. The 'first set of programs 5 corresponds 
with the programs that are stored in the system and may be broadcast to subscribers, see col. 3, 
lines 11-30. 

As for the further claimed feature of the second set of programs having a counterpart 
substantially identical to the at least one of the first set of programs, Proehl teaches 
recording/storing at least one program at a subscriber's site, see col. 8, lines 10-30 & Fig. 9-10. 
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However, Proehl does explicitly teach that c a set of programs' may be stored. 
Nevertheless Russo, which is in the same field of endeavor teaches storing a plurality of 
programs that are transmitted to a subscriber, at a subscriber location, program storage unit 14, 
which reads on the claimed 'server', see col. 4, lines 10-30 & col. 5, lines 1-10. It would have 
been obvious for one of ordinary skill in the art at the time the invention was made, to modify 
Proehl with the teaching of a plurality of or set of programs, at least for the desirable advantage 
of providing the user with a library of choices, as disclosed by Russo, col. 5, lines 48-55 & col. 
10, lines 50-65. 

As for the specific recitation that 'each of the second set of programs is configured to be 
played under a user's control', Russo teaches the user the movies may be stored on a 
conventional VCR, (col. 3, lines 50-53) which inherently support VCR commands. Also see 
Russo, col. 5, lines 10-18. 

The additionally claimed feature of 'transmitting a notification signal to distinguish at 
least one of the second of programs on the server from the programs not on the server', reads on 
the discussion in Russo that the system displays a list of programs stored a the subscriber's site, 
col. 5, lines 45-55. 
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Considering claim 2, the claimed step of identifying when a user has tuned to a particular 
program, corresponds with the user in Proehl selecting a movie from the EPG that has been 
recorded at the subscriber site, see Fig. 9. 

As for the additional claimed feature of when the particular program 'having a 
counterpart program in the schedule of programs, superimposing a notification symbol on the 
particular program' , Proehl shows that the programs that have been recorded on the subscriber's 
VCR and are displayed in the EPG, include an icon 920 which reads on the claimed 'notification 
symbol 5 ; see Fig. 9; col. 7, lines 50-56 & col. 8, lines 10-45. 

Considering claims 3, 7, 10, 15 and 22, Proehl uses an icon to provide a notification 
symbol. 

Considering claims 4, 8, 1 1, 16 and 23, Proehl (which uses an icon) provides a 
notification symbol, whereas Russo teaches displaying a title, which reads on a alphanumeric 
symbol. 

Considering claims 5 & 25, the claimed feature of 'detecting a user request for 
descriptive information regarding a particular program and transmitting the descriptive 
information', is met by the discussion in Proehl that teaches that the user may access additional 
information regarding TV programming, Fig. 10 & col. 8,lines 31-55. The additionally claimed 
feature of 'determining whether the particular program has a counterpart program stored on the 
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server' corresponds with subject matter mentioned above in the rejection of claim 2 of 
'identifying' and is likewise treated. 

As for the further claimed recitation of 'superimposing a notification symbol on the 
descriptive information of the particular program if it is determined that it has a counterpart 
stored on the server', the disclosure in Proehl displays the same icon on the descriptive 
information as in the listing of programming shown in the EPG, Fig. 9 & 10. Specifically 
Proehl discloses that descriptive information relating to a particular program is displayed to the 
user, along with the icon of recorded event, which reads on the claimed 'superimposing a 
notification symbol on the descriptive information'. Thus in Proehl, the icon symbolizing a 
recorded program is only attached to a video program descriptive data, in the instance that the 
program has been recorded, since the instant icon is only used to notify the user that a program, 
has in fact been recorded. 

Considering claims 6 & 26, Proehl & Russo teach the use of remote control. 

Considering claim 9, see Proehl (col. 7, lines 2-4 & col. 7, lines 55-58), which reads on 
the claimed feature. The additionally claimed feature of determining which shows within the 
menu have a counterpart stored on the server, and superimposing at least one notification symbol 
on the menu to denote each program with a counterpart on the server', corresponds with subject 
matter mentioned above in the rejection of claim 2, and is likewise treated. 
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In particular, Fig. 9 of Proehl shows that programs that have been recorded, (which 
corresponds with the second set of programs stored on the server) have a particular icon, whereas 
programs that have not been recorded do not have the same icon; see col. 2, lines 35-48; col. 7, 
lines 45-56; col 8, lines 10-20. 

Considering claim 12, Proehl (Fig. 10; col. 5, lines 30-61) teaches that the menu/EPG 
may contain additional information, related to the TV programming. 

Considering claim 13, the claimed feature reads on the combination of Proehl & Russo, 
since Russo teaches a list of programs that are pre-recorded, col. 10, lines 49-67. 

Considering claim 14, the claimed features correspond with subject matter mentioned 
above in the rejection of claim 9, and is likewise treated. As for the recited feature of a 'schedule 
of programming', as discussed above in the rejection of claim 1, Proehl reads on the claimed 
subject matter. 

Considering claims 17-18, Russo teaches requiring an authorization before programs can 
be accessed, col. 4, lines 60-67. 

Considering claim 19, Russo teaches that storage site may be optionally located remote 
form the subscriber, col. 4, lines 28-48. 
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Considering claim 20, Proehl (col. 6, lines 61-67) & Russo disclose storing video 
programming in the memory, at the user site, which reads on the claimed subject matter. 

Considering claim 21, the claimed feature of providing a system to transmit a set of 
programs to a user, at least some of which are configured to also be available under control of 
the user corresponds with subject matter mentioned above in the rejection of claim 1, and is 
likewise analyzed. 

Considering claims 24, 27 & 36, the claimed method steps for distributing 
programming, corresponds with subject matter mentioned above in the rejection of claims 1 & 2, 
and is likewise treated. As for the additionally claimed feature of 'identifying when the user has 
tuned to a particular program according to a schedule of programming, the particular program 
having a counterpart program on the server that is substantially identical to the particular 
program 5 ; the viewer in Proehl selects TV programming directly from the main EPG interface, 
and the system indeed detects when a viewer selects a channel/program, since the system starts 
tuning to the particular program, see col. 5, lines 61-65 thru col. 6, lines 1-57. Thus, since the 
user in Proehl is clearly able to select and tune to at least a current broadcast program from the 
EPG, which would include any program previously listed as a future program, for instance in the 
TV planner, the combination of Proehl & Russo still reads on claimed subject matter. 
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Again it is noted that Russo teaches storing a plurality of programs on a server, also from 
a schedule of programming, Abstract & col. 4, lines 35-65. 

Considering claim 32, Official Notice is taken that transmission of promotional 
information and advertising with TV programming was know in the art at the time the invention 
was made. It would have been obvious for one of ordinary skill in the art at the time the 
invention was made, to operate the combination of Proehl & Russo so that promotional and 
advertisement transmitted along with regularly broadcast programs and those pre-recorded, a 
least in order to reduce the cost of the system advertisers generally pay to advertise their 
material. 

Considering claim 33, the broadcast program in Proehl and those pre-recorded in Russo 
read on the claimed 'different standard'. 

Allowable Subject Matter 
4. Claims 28-3 1 & 34-35 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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or faxed to: 

(571) 273-8300, (for formal communications intended for entry) 
Or: 

(571) 273-7290 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Reuben M. Brown whose telephone number is (571) 272-7290. The examiner can normally 
be reached on M-F (9:00-6:00), First Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Christopher Kelley can be reached on (57 1 ) 272-733 1 . The fax phone numbers for the organization 
where this application or proceeding is assigned is (571) 273-8300 for regular communications and After 
Final communications. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Reuben M. Brown 
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